UNITED STATES DEPARTMENT OF COMMERCE 
Patent and Trad mark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 







*^^TE8 <fi Washington, D.C. 20231 




APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 



09/361,669 07/27/99 CHEN 



r 



PATENT SROUP 
FOLEY HOAG ?< ELIOT LLP 
ONE POST OFFICE SQUARE 
BOSTON MA 02109-2170 



IM22/0121 



H 



QUK-015. 01 



EXAMINER 



PIANALTO,B 



ART UNIT 



PAPER NUMBER 



1762 
DATE MAILED: 



3 



01/21/00 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 



Commissioner of Patents and Trademarlcs 



PTO-90C (Rev. 2/95) 



U.S. G.P.0. 1999 460^3 



1- File Copy 



Office Action Summary 



Application No. 

09/361,669 



Examin r 



Bernard D 



Pianalto 



Applicant(s) 

CHEN ETAL 



Art Unit 



1762 



" The MAILING DATE of this communication appears on the cover sh t with the correspond nee address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

Status 

1)13 Responsive to communication(s) filed on 02 September 1999 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) 0 Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 0,G. 213. 

Disposition of Claims 

4) S Claim(s) ^-57 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1-24,56 and 57 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) K Claims 25-55 are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

1 0) 0 The drawing(s) filed on is/are objected to by the Examiner. 

11) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved. 

12) 0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 1 1 9 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

a)n All b)n Some * c)[J None of the CERTIFIED copies of the priority documents have been: 

1. n received. 

2. n received in Application No. (Series Code / Serial Number) . 

3. n received in this National Stage application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgement is made of a claim for domestic priority under 35 U.S.C. & 119(e). 



Attachment(s) 

14) Notice of References Cited (PTO-892) 

15) ^ Notice of Draflsperson's Patent Drawing Review (PTO-948) 

16) O Information Disclosure Statement(s) (PTO-1449) Paper No(s) , 



17) CI Interview Summary (PTO-413) Paper No(s). 

18) □ Notice of Informal Patent Application (PTO-152) 

19) □ Other: 



U.S. Patent and Trademark Office 

PTO-326 (Rev. 3-98) 
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DETAILED ACTION 

Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-24,56 and 57, drawn to a process and product by process, 
classified in class 427, subclass 127. 

II. Claims 25-55, drawn to an apparatus, classified in class 118, subclass 
620 

The inventions are distinct, each from the other because: 

Inventions I and II are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as 
claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case the apparatus could be used for cleaning a substrate. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

During a telephone conversation with Mr. Kelly on 1-1 1-00 a provisional election 
was made with traverse to prosecute the invention of I, claims 1-24, 56 and 57. 
Affirmation of this election must be made by applicant in replying to this Office action. 
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Claims25-55 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 

Claims 1-24, 56 and 57 are rejected under 35 U.S.C. 102(a) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Williams et al. This reference 
discloses in col. 3, lines 45-68 and col. 8, lines 1-30 a method of marking a magnetic 
recording tape comprising subjecting the tape to laser treatment to inscribe an optically 
read mark. It is the examiner's opinion that applicants process and resulting article are 
at the very least an obvious variation of the reference process and resultant article. It is 
also the examiner's opinion that the limitations of the dependent claims are conventional 
and do not render these claims unobvious. See Godwin et al, col. 1 , line 40 to col. 2, 
line 65 for burning and coating to form optical servo tracks. See Albrecht et al, col. 19, 
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See Silverman col. 9, lines 40 



,ne 25 to col. 20, Iine20 for coating to form servo tracKs 
to 65 for burning to form servo tracks. 

. 700-^08 2333 The fax phone numbers 
•cnr c^hrive P Beck can be reached on 703 308 233^5. 
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